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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election of Group I, claims 1-5 and 13-16, and further within Group I, 
election of Embodiment 1 of Figure 1 on which claims 1-12 read (i.e. election of claim 1- 
5 that belong both to Group I and Embodiment 1 of Figure 1) in the reply filed on 
12/01/2008 is acknowledged. Because applicant did not distinctly and specifically point 
out the supposed errors in the restriction requirement, the election has been treated as 
an election without traverse (MPEP § 818.03(a)). 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claim 5 recites the limitation "first chip component included in said first chip 
components" (emphasis added) in lines 12-13. There is insufficient antecedent basis 
for this limitation in the claim. Prior reference is to "a first chip component" or "chip 
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components", and not to "first chip components^ (emphasis added). For the purpose of 
this office action, it will be assumed that the recited limitation "first chip component 
included in said first chip components" is equivalent of "first chip component included in 
said chip components" 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by IDS reference 
NEC (Japanese patent JP 60-176569, which is shown as reference BA in IDS of 
01/07/2009), hereinafter NEC. Note that for the above reference, the partial English 
translation provided with the IDS of 01/07/2009 identifies assignee as NEC IC 
Microcomputer System Ltd, but names of inventors have not been provided in the 
translation. Identification of any part of NEC reference in this office action is with respect 
to the above mentioned partial English translation, wherein pages 1-3 have text in 
English and pages 4-5 show Figures 4-9. 
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Regarding claim 1 , NEC (refer to Figures 7 and 8 on page 5) teaches a circuit board 
(comprising 56) including chip components (two of 51 and one of 51') mounted thereon, 
the circuit 
board comprising: 

a substrate (56) including electrode patterns (54) formed thereon; 
plural first chip components (two chip components designated 51) which are 
included in said chip components and mounted through a conductive bonding material 
(55) on said substrate (56); and 

a second chip component (51 ') which is included in said chip components and 
mounted through a conductive bonding material (55) on a side of said plural first chip 
components (51 ) opposite from said substrate; wherein one first chip component and 
the other first chip component included in said plural first chip components have 
substantially a same height on said substrate (see 51 in Figure 9) , and said second 
chip component (51 ') is bonded at one electrode (52b') to an electrode (52b) of said 
one first chip component (51 shown on left side of Figure 9) and is bonded at the other 
electrode (52a') to an electrode (52a) of said other first chip component (51 shown on 
right side of Figure 9). 



Claim Rejections - 35 USC § 103 



7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

9. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over NEC. 

Regarding claim 2, NEC teaches substantially the claimed structure but does not teach 
that said plural first chip components and said second chip component have "lengths of 
2 mm or less". Since the applicant has not established the criticality of lengths stated 
and since these lengths are in common use in similar devices in the art, it would have 
been obvious to one of ordinary skill in the art to use these values in the device of NEC. 
Where patentability is said to be based upon particular chosen dimension or upon 
another variable recited in a claim, the applicant must show that the chosen dimensions 
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1578, 16 USPQ2d 1934, 1936 (Fed. Cir. 



1 0. Claims 3-5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over NEC 
in view of Toyosawa (US 2001/0054751), hereinafter Toyosawa. 

Regarding claim 3, NEC teaches substantially the claimed structure but does not teach 
that said plural first chip components and said second chip component are "resistors, 
condensers or inductors". Toyosawa (refer to Figure 1) teaches stacking of first chip 
component (1 1 ) and second chip component (12), and further teaches that a chip 
component may be replaced by a capacitor (page 5, para 0088 and page 6, para 0091). 
It would have been obvious to one of ordinary skills in the art at the time of the invention 
to modify NEC so that said plural first chip components and said second chip 
component are condensers. The ordinary artisan would have been motivated to modify 
NEC for at least the purpose of utilizing passive components in the circuit which may be 
required for impedance matching. 

Regarding claim 4, NEC teaches substantially the claimed structure but does not teach 
"a reinforcing resin configured to cover junctions between said plural first chip 
components and said second chip component on said substrate". Toyosawa (refer to 
Figure 1) teaches stacking of first chip component (11) and second chip component (12) 
wherein a reinforcing resin (30) configured to cover junctions between said first chip 
component and said second chip component. It would have been obvious to one of 
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ordinary skills in the art at the time of the invention to modify NEC so that a reinforcing 
resin configured to cover junctions between said plural first chip components and said 
second chip component on said substrate is provided. The ordinary artisan would have 
been motivated to modify NEC for at least the purpose of protecting the devices 
junctions from environmental contaminants. 

Regarding claim 5, NEC (refer to Figures 7 and 8 on page 5) teaches a circuit board 
(comprising 56) including chip components (two of 51 and one of 51 ') mounted 
thereon, the circuit board comprising: 

a substrate (56) including electrode patterns (54) formed thereon; 

a first chip component (51 shown to the left in Figures 8-9) which is included in 
said chip components and mounted through a conductive bonding material (55) on said 
substrate; and 

a second chip component (51') which is included in said chip components and 
mounted through a conductive bonding material (55) on a side of said first chip 
components opposite from said substrate; 

NEC does not disclose that first chip component included in said first chip components 
is "a component of a different type from the second chip component". Toyosawa (refer 
to Figure 1) teaches stacking of first chip component (11) and second chip component 
(12), and further teaches that the first chip components may be a component of a 
different type from the second chip component (page 5, para 0088 and page 6, para 
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0092). It would have been obvious to one of ordinary skills in the art at the time of the 
invention to modify NEC so that said first chip components is a component of a different 
type from the second chip component. The ordinary artisan would have been motivated 
to modify NEC for at least the purpose of utilizing components with different functions 
that complement each other (see page 6, para 0092) wherein the stacking arrangement 
reduces required board area. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AJAY K. ARORA whose telephone number is (571 )272- 
8347. The examiner can normally be reached on Mon through Fri, 8am to 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thao X. Le can be reached on (571) 272-1708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/A. K. A./ 

Examiner, Art Unit 2892 



/Hoai v Pham/ 

Primary Examiner, Art Unit 2892 



